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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1 .1 14. 
Applicant's submission filed on 11/24/08 has been entered. 

Currently, claims 13-25 are pending in this application. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

• "claim 15 recites "first, second, third and fourth flat surfaces" while 

claim 13 recites "flat surfaces extend in a direction substantially 

parallel to the longitudinal axis of the shank". Applicant has not 

defined clearly if the flat surfaces of claim 13 are different from the 

four flat surfaces of claim 1 5. 



Double Patenting 
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The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
A nonstatutory obviousness-type double patenting rejection is appropriate where 
the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. 
Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In 
re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 
1 .321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the scope of a joint 
research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 



Claim 13-25 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-8 of 
copending Application No. 10/994,332 

This is a provisional obviousness-type double patenting rejection. 

For example: 

• Claim 1 3 and 1 5 define the pocket of the vibration suppression 
piece to be four sided flat surfaces where 2 of the flat surfaces are 
parallel to the longitudinal axis and 2 of the other flat surfaces are 
perpendicular to the longitudinal axis, while claim 1 of 10/994,332 
defines the pocket to have a shape of a rectangular solid. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



Claims 13-25, as best understood, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over New (USP 4,061,438) in view Cobb (USP 5,518,347). 

Regarding claims 13 and 14, New teaches a vibration suppressing cutting 
tool comprising a holder having a shank (1) formed with a pocket (7: sleeve is 
considered to be part of the shaft) in which a vibration suppressing piece (10) 
which is not coupled to said holder is received so as not to be able to come off 
said pocket ('438, figure 1 ). New also teaches pocket (7) having inner walls : end 
walls (8: flat surface) and side wall (9: cylindrical surface) wherein at least 
portions of the inner wall (i.e. end wall, 8) of said pocket that knock against said 
vibration suppressing piece (10) or portions of the surface of said vibration 
suppressing piece (i.e. the diameter portion/ the part facing wall 8, which is flat) 
that knock against said inner wall (8) of said pocket are flat surfaces ('438, col. 3, 
lines 15-18). Furthermore, New teaches clearance between the vibration 
suppressing piece (10) and wall surfaces (8,10), therefore said vibration 
suppressing piece (10) knocks against the wall surfaces wall when the holder 
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vibrates during cutting ('438, col. 3, lines 24-33). Furthermore, regarding claim 
21 , New teaches the tool being an overhung boring bar for machining bores of 
non-uniform diameter along their length, therefore, the cutting tool is expected to 
generate vibrations causing displacement in the horizontal direction (arrow X 
below) during machining, whereby the vibration direction (X) is substantially 
perpendicular to the first and second flat inner wall surfaces (X1 , X2) ('438, col. 
1 , lines 5-8) (note: this concept is also evidenced by Muller et al., USP 
3,663,1 16, col. 1 , lines 22-25). New also discloses although chatter is a 
resonance phenomenon, the frequency of chatter vibrations is not solely 
dependent on characteristics of the boring bar, but on several other factors as 
well, such as the cutting conditions and the material of the workpiece ('438, col. 
6, lines 52-61). Regarding claim 15, New teaches said pocket having first and 
second flat inner wall surfaces (X1 , X2: see figure below) opposed to each other, 
and wherein said vibration suppressing piece (10) has third and fourth flat 
surfaces (Y1 , Y2: see figure below) and is received in said pocket such that said 
third and fourth surfaces face said first and second surfaces, respectively, with a 
clearance defined between said first and second surfaces and said vibration 
suppressing piece, said first, second, third and fourth surfaces being oriented so 
as to cross the direction in which said holder vibrates during cutting. Regarding 
claim 16, New discloses all of the claimed limitations (i.e. pocket and vibration 
suppressing piece having flat surfaces that are perpendicular to the central axis 
of the shank wherein the opposed inner wall surfaces X1 , X2 of said pocket 
having a greater area than other surfaces Y1 , Y2, of said vibration suppressing 
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piece: see figure above) except for the sections being rectangular). It would have 
been an obvious matter of design choice to make the different portions of the 
vibration suppressing piece of whatever form or shape was desired or expedient 
to fit the bore/pocket it is received in. A change in form or shape is generally 
recognized as being within the level of ordinary skill in the art, absent any 
showing of unexpected results. Regarding claim 17, New teaches clearance of 
0.10 to 0.13 mm and although the actual choice of length and diameter of the 
damper mass is not critical, the best results are attained with a clearance in the 
range 0.107 to 0.122 mm (which reads on the claimed limitation 0.01-0.5 mm) 
('438, col. 3, lines 23-30). Regarding claim 22, New teaches a cutting tool having 
a damper assembly consisting of a closed cavity in the bar in which is located a 
damper mass having a damping clearance around it, and forward of the cutting 
tool a second damper assembly which also consists of a closed cavity containing 
a damper mass surrounded by a damping clearance ('438, figure 3 and col. 4, 
lines 29-38). Regarding claims 18 and 19, New teaches in figures 1 and 2, said 
pocket having a width that is 20-1 00% of the diameter of the shank, a height of 5- 
70% of the height of the shank and an axial length of 50-250% of the 
diameter/height of the shank. Furthermore, New teaches the actual choice of 
length and diameter of the damper mass is not critical ('483, col. 1 , liens 27-29). 
Regarding claim 20, New teaches the shank being made of cylindrical steel tube 
(2) while the vibration suppressing piece (10) is made of heavy alloy ('438, col. 3, 
lines 4-5 and lines 18-24). Regarding claims 23 and 24, New teaches a blind hole 
and Examiner is considering the sleeve (7) to be the sealing means (also see 
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figures 9 and 10). Regarding claim 25, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the shank and 
the head separate pieces, because it has been held that constructing a formerly 
integral structure in various elements involves only routine skill in the art. 

However, New fails to teach flat surfaces that extend substantially parallel 
to the longitudinal; axis of the shank. 

Cobb teaches a damping system for use in reducing vibrations associated 
with metal cutting and tooling whereby the damping system is located in a boring 
bar, an end mill, a modular tool section or the spindle/tool holder of the metal 
cutting machine ('347, figures 1 & 2 and abstract). Cobb also teaches a tool 
holder having a shank formed with a pocket in which a vibration suppressing 
piece (9) is received ('347, figures 1 & 2). Furthermore, Cobb teaches inside a 
tool such as a boring bar or an end mill, the damper mass may conveniently be 
cylindrical, while in a non-rotating application, the damper mass may be of any 
convenient shape ('347, col. 4, lines 40-47). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to modify New's vibration suppressing mass 
(thus also the cavity walls) flat, as taught by Cobb since Cobb teaches any 
convenient shape may be used depending on the application ('347, col. 4, lines 
40-47). (also note that New teaches a boring bar and a boring operation can be 
performed by either rotating the tool or a non-rotary tool with a rotary workpiece). 
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Response to Arguments 

Applicant's arguments with respect to claims 13-25 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Sara Addisu at (571) 272-6082. The 
examiner can normally be reached on 8:30 am - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Boyer Ashley can be reached on (571) 272-4502. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
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for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

/Sara Addisu/ 
Examiner, Art Unit 3724 
12/11/08 



/Boyer D. Ashley/ 

Supervisory Patent Examiner, Art Unit 3724 



